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DETAILED ACTION 

1 . The following is a complete response to the Notice of Appeal filed 1 1/7/2008 after 
the Final Rejection mailed 8/7/2008. 

2. Claims 25-42, 47, 48, 51 , and 52 are currently pending. 

Response to Arguments 

3. Applicant's request for reconsideration of the finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 

4. Applicant's arguments with respect to claims 25-42, 47, 48, 51 , and 52 have 
been considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

6. Claims 25-42, 47, 48, 51 , and 52 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Toth et al. (US 6,616,683) in view of Specht et al. (US 4,938,214). 
Toth et al. disclose the invention substantially as claimed including a microsurgical 
instrument comprising an elongate rod (14-1) having opposite proximal and distal ends. 
A slot (14-3) in the distal end of the rod forms a pair of resilient spring arms (14-2) 
projecting from the rod, with a pair of opposed, operative microsurgical surfaces on the 
spring arms. The pair of operative microsurgical surfaces may be interpreted as a pair 
of forcep jaws. The slot, the pair of spring arms, and the pair of operative microsurgical 
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surfaces are formed by electric discharge machining in a single piece of material (col 3, 
In 47-58; Figures 3A-3B). The Examiner notes the filler material may be omitted from 
the forcep jaws (col 4, In 25-26; Figure 6) and thus the operative microsurgical surface 
(14") may be interpreted as being formed solely by electric discharge machining. 

Regarding claims 36 and 51 , the operative microsurgical surfaces may 
alternatively be interpreted as scissor blades. The Examiner notes the claims do not 
provide a structural difference between the forcep jaws and scissor blades. 

However, Toth et al. do not disclose the operative microsurgical surfaces 
comprise serrations. Specht et al. disclose a similar microsurgical instrument (col 6, In 
32-47) with an elongate rod and resilient spring arms (312, 314) having operative 
microsurgical surfaces (312a, 314a). Specht et al. teach "in a preferred embodiment, 
the mating surfaces of the working area are provided with a series of serrations 
extending, with reference to FIG. 14, into the plane of the paper" (col 16, In 67 - col 17, 
In 2). Therefore, it would have been obvious to one having ordinary skill in the art a the 
time the invention was made to modify the device of Toth et al. such that the operative 
microsurgical surfaces comprised serrations to improve the gripping function of the 
surfaces. Furthermore, it is obvious to make features of microsurgical instruments as 
small as possible such that the device is useful in a microsurgical environment. Thus, it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to form the serrations such that the width between adjacent peaks of the 
serrations was within the range of 0.0015 to 0.0039 of an inch, since it has been held 
that where the general conditions of a claim are disclosed in the prior art, discovering 
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optimum or workable ranges involves only routine skill in the art. See In re Aller, 105 
USPQ 233. 

Regarding claims 28, 48, and 52, the claimed phrases "the series of serrations 
being a wire electric discharge machined surface" and "the pairof forcep jaws/scissor 
blades opposed serrated surfaces having been formed solely by electric discharge 
machining" are being interpreted as a product by process limitation; that is, the 
serrations are made by wire electric discharge machining. As set forth in MPEP 21 1 3, 
product by process limitations are NOT limited to the manipulations of the recited steps, 
only to the structure implied by the steps. Once a product appearing to be substantially 
the same or similar is found, a 35 U.S.C. 102/103 rejection may be made and the 
burden is shifted to the applicant to show an unobvious difference. See MPEP 21 13. 
Alternatively, Toth et al. disclose the device is formed of wire electric discharge 
machining col 3, In 47-58; Figures 3A-3B). Therefore, it would have been obvious to 
one of ordinary skill in the art to additionally form the series of serrations from wire 
electric discharge machining, as such a manufacturing method is well known in the art 
of microsurgical instruments. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KATHERINE M. DOWE whose telephone number is 
(571 )272-3201 . The examiner can normally be reached on M-F 8:30am - 5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jackie Ho can be reached on (571) 272-4696. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner, Art Unit 3734 
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